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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
ffthLoe^'riSfSy^^^^^^ 

. Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 a ^^^^^^ § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temri adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to comnnunlcation(s) filed on 02 March 2001 . 
2a)n This action is FINAL. 2bM This action is non-final. 

3) n Since this application is in condition for allowance except for formal nnatters. prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) IEI Claim(s) li59 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim(s) 1-59 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) n The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) IE1 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)|3AII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) lEI Notice of References Cited (PTO-892) 4) □ Interview Summary (PT0^13) Paper No(s). 



1) LAj Notice OT hceierences uuea vr i w-oa^j l_j - ^ - - ™ -coT 

2) □ Notice Of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infomial Patent Application (PTO-152) 

3) S Information Disclosure Statement(s) (PTO-1449) Paper No(s) 3 . 6) □ Other: 



U.S. Patent and Trademarit Office 
PTO-326 (Rev. 04-01) 
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Application/Control Number: 09/575,181 ^ 
Art Unit: 3624 

DETAILED ACTION 
Information Disclosure Statement 
The information disclosure statement (IDS) submitted on 3-2-01 was filed in compliance 
with the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement was 
considered by the examiner. 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Specification 

The disclosure is objected to because of the following informalities: the related 
application information on page 1 is listed with the attorney docket numbers. Since the 
applications have since received US serial numbers, the attorney docket information should be 
replaced with the US serial numbers and all information should be updated as to status of such 
applications. Appropriate correction is required. 

Claim Rejections - 35 USC §101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-28, 32, 36-46, and 48 are rejected under 35 U.S.C. 101 because 
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the claimed invention is directed to non-statutory subject matter. Independent claims 1, 4, 5, and 
33 claim a person (purchaser) which is not patentable subject matter. 

Dependent claims 2, 3, 6-28, 34-46, and 48 are indefinite because they depend from 
rejected base claims 1, 4, 5, and 33. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

specification shall conclude with one or n.ore claims particularly po.nt,ng out and distinctly clai^ng the 
subject matter which the applicant regards as his invention. 

Claims 8-17, 23, 26, 33-42, and 44-48 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefmite for faUingtoparticularlypoint out and distinctly ^^^^^ 

matter which appUcant regards as the invention. 

Claims 8, 10, 12, and 15 all state "the parameter" when is should actually be "the at least 
one parameter" to be consistent with other occurrences of the same recitation. 

In claim 23, the term "substantially" renders the claim indefinite. 

Claim 26 is confixsing because it is unclear if the "particular potential purchaser" is the 
same as the potential purchaser previously identified in claims 1 & 4 or a different person. 

Clarification is required. 

Claim 33 recites the limitation "the potential pwchaser" in lines 5 and 7 on page 89. 
There is insufficient antecedent basis for this limitation in the claim. Tl>e first occurrence of flte 
recitation should be potential purchaser," however see the rejection based on 35 U.S.C. 101 

with regard to claiming a person. 
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Claims 9, 11, 13-17, 22, 34-42 and 44-48 are indefinite because they depend fi-om 
rejected base claims. 

Claim Rejections - 55 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that fonn the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

Claims 1-22. 24-27, 29- 49, 51 and 55 are rejected under 35 U.S.C. 102(b) as being 
anticipated by the Perazza patent (5,326,959). 

m Perazza patent discloses a method of enabling bill payment of bills comprising the 
stepsofprovidingapurchaserwithafonn containing information relating toapayment(col.ll^ 

lines 1-13); receiving indicating data from a sensing device (col. 16, lines 29-54 and col. 11, 
lines 18-22); and identifying at least one parameter relating to the payment (col. 16, lines 24-54). 

Claim Rejections - 35 USC § 103 

♦„+;^r, r^f -^^ T T «; r 1 03ra~> which forms the basis for all 
The foUowmg is a quotation ot 5b U.is.u. lujw wmi^n 

obviousness rejections set forth in this Office action: 

(a)Apatent.aynotbeobt.nedthought— ^ 

section 102 of this title, if the differences benveen ^ej^^ ^^^^^^^^ ^ invention was made to a person 

manner in which the invention was made. 
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Claims 23, 42, 46 and 58 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the Perazza patent as appUed to claims 1, 4, 5, 29, 32 and 33 above, and further in view of the 
PCT appUcation WO 99/50787 (XEROX). 

The Perazza patent discloses all the elements of the claimed invention, as stated above, 
except the data being substantially invisible (claims 23, 46 and 58) and the sensing device having 
a marking nib (claim 42). The XEROX reference teaches the data being substantially invisible 
(page 8, lines 23-25) and the sensing device having a marking nib (505, page 14, lines 10-19). It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
have modified the Perazza patent to have substantially invisible data so as to interfere with other 
visible markings on the bill and to have a sensing device with a nib so that should marks be 
necessary on the bill, they can be made at the time of reading the bill with the sensing device. 

Claims 28 and 48 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
Perazza patent as appUed to claims 1, 4, 5, 29, 32 and 33 above, and further in view of the 
Japanese Patent Abstract 10194562 A. 

The Perazza patent discloses all the elements of the claimed invention, as stated above, 
except the binding of a multipage bill (claims 28 and 48). The Japanese patent abstract reference 
teaches the binding of multiple pages of the bill (Solution portion of Abstract). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to have 
modified the Perazza patent to have a means of binding a bill having multiple pages so that the 
various pages will remain together and reduce the opportunity for them to become separated. 
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Claims 50, 52-54, 56 and 59 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the Perazza patent as applied to claim 49 above, and further in view of the Sekendur Patent 
(US 5,477,012). 

The Perazza patent discloses all the elements of the claimed invention, as stated above, 
except the sensing device generating time-varying information (claim 50); digital ink (claim 52); 
a wireless pen interface (claim 53); data from pen tilt (claim 54); data from dots (claim 56); a 
target area indicating comers (claim 57); and infrared absorbing media (claim 59). The 
Sekendur reference teaches the sensing device generating time-varying information (col. 1, lines 
64-66); digital ink (col.3, lines 25-35); a wireless pen interface (col. 5, lines 1-10); data from pen 
tilt (col. 1 , lines 64-66); data from dots (col. 4, lines 28-41); a target area indicating comers (col. 
4, lines 45-59); and infrared absorbing media (col. 4, lines 25-27). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified the Perazza patent to have the sensing device of Sekendur so as to 
provide more versatility to the scamiing device already present in Perazza thereby allowing for 
various types of forms/bills to be processed using the same system. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public pohcy (a policy reflected in the statute) so as to prevent the unjustified or 
rpTopStim'ewise Ltension'of the "right to e^^^^^^^^ 

harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046 29 USPQ2d 2010 (l^ed^ 
Hr T993V llreLoL 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Or««m, 686 
? d 937 USPQ^^^ 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 

1970);ank, In re Tkorington, 418 F.2d 528, 163 USPQ (CCPA 1969 . 

A timely filed terminal disclaimer m compliance with 37 CFR 1 .321(c) may be usea 10 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
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provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 1-19, 23-24, 28-40 and 42-48 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over claims 1-21, 
25, and 29-47 of copending Application No. 09/575,197. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because both sets of claims are directed 
to a method of enabling online bill payment, with the minor difference being a bill is claimed in 
the ' 181 application wherein a form is claimed in the '197 application. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



The prior art made of record and not relied upon is considered pertinent to appUcant's 
disclosure. The Hilt et al., Bednar et al., Comesanas, Anderson, Hughes et al., Kight et al., 
Hogan, Story and PoUin patents are directed to automatic bill payment systems. The Peters et al. 
patent is for a user account system. The Brindze et al. patent is for a storage drive that has a data 
head. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sandra Snapp whose telephone number is 703-305-6940. The 
examiner can normally be reached on Mon.-Thurs.. 



Conclusion 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on 703-308-1065. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-7687 for regular 
communications and 703-305-7687 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1 1 13. 



March 18, 2003 
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